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Response to Arguments 

Applicant's arguments with respect to claims 6-16 have been considered but are moot in 
view of the new ground(s) of rejection. Additionally applicant has filed RCE on 7/2/07. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, of with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 6-16 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. Based upon arguments 
presented by applicant's representative it appears the disclosed feature of the invention are not 
commonly well-known and applicant is using non-conventional systems, therefore it would 
appear that present specification lacks sufficient detail to allow one of skill in the art to 
implement the present invention without undue experimentation. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 6, 7 5 1 1 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Schemers et aL (US Patent 6,75 1 ,453). 

For claim 6, Schemers teaches, a method for enabling a portable electronic device to 
communicate with an enterprise terminal comprising; 

receiving a call in an email server of the enterprise from the portable electronic device; 
(Schemers, Col. 5 line 63 to Col. 6 line 23. telephone server) 

determining if the portable electronic device is registered in the email server of the 
enterprise; (Schemers, Col. 5 line 6 to Col. 6 line 30, telephone number) 

obtaining a pre-assigned message identifier from the portable electronic device, the 
message identifier assigned to an e-mail message received by the electronic device the identifier 
corresponding to an author of the received email; (Schemers, paragraph 3 reply by voice, Col. 6 
lines 30-50) 

authenticating the message identifier at the email server of the enterprise; (Schemers, Col. 
3 lines 57-67, user id password) 

requesting a recording of a voice message from the user of the portable electronic device 
as a reply to the email message; (Schemers, Col. 6 lines 50-61, email) 

recording the voice message at the email server; (Schemers, Col. 6 lines 50-61, voice 

object) 
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and transmitting the voice message to the enterprise terminal. (Schemers, Col. 6 lines 50- 
61, email) 

For claim 7, Schemers teaches, the method for enabling a portable electronic device to 
communicate with an enterprise terminal according to claim 6, further comprising: 

converting the recorded voice message into a format adapted for attachment to an 
electronic message. (Schemers, Col. 7 lines 1-15, wav) 

For claim 1 1 , Schemers teaches, the method for enabling a portable electronic device to 
communicate with a terminal according to claim 6, further identifying a user of the portable 
electronic device by using a Caller ID service. (Schemers, Col. 5 line 63 to Col. 6 line 22, 
telephone number) 

For claim 13, Schemers teaches, the method for enabling a portable electronic device to 
communicate with an enterprise terminal according to claim 6, wherein pre-assigned message 
identifier allows transmission of the voice message to the enterprise terminal. (Schemers, ), 
paragraph 3 reply by voice, Col. 6 lines 30-50) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are . 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schemers et al. 
(US Patent 6,751,453) in view of Von Meister et al. (U.S. Patent 5,199,062). 

Schemers fails to clearly disclose, playing an error message an terminating 
communication with the e-mail server if the device is not registered in the email server. 

Von Meister teaches, the method for enabling a portable electronic device to communicate with 
an enterprise terminal according to claim 6, further comprising: 

playing an error message an terminating communication with the e-mail server if the 
device is not registered in the email server. (Von Meister, Col. 1 1 lines 50-67) 

'Von Meister and Schemers are both in the filed of hand set voice mail systems 

Von Meister et al. and Schemers are compatible to add the method of an error message 

It would have been obvious to on of ordinary skill in the art at the time of the invention 
was made to combine Von Meister method of playing an error message and Schemers because 
ansyering service and message machine do not always work well. (Von Meister, Col. 1 lines 50- 
55) 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schemers et al. (US 

Patent 6,751,453) in view of Ertz et al (U.S. Patent 5,003,577). 

For claim 9, Schemers fails to clearly disclose: 
determining if the recorded message is acceptable; 

and recording the message again if the previously recorded message is not acceptable. 

Ertz teaches, the method for enabling a portable electronic device to communicate with an 
enterprise terminal by voice according to claim 6, further comprising: 

determining if the recorded message is acceptable; (Ertz, Col. 17 lines 17-65, delete, 
record new) 

and recording the message again if the previously recorded message is not acceptable. 
(Ertz, Col. 17 lines 17-65, delete, record, new) 

both Ertz and Schemers are in the field of voice mail systems 

the system of Ertz and Schemers are compatible to add Ertz system of allowing the record to 
record the voice mail message 



Application/Control Number: 09/884,531 
Art Unit: 2145 



Page 7 



It would have been obvious to on of ordinary skill in the art at the time of the invention 
was made to add the system of recording a voice message of Ertz to that of Schemers, because it 
allows for the use of a myriad of user interfaces. (Ertz, Col. 2 lines 4-9, interface) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 10, 14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Schemers 

in view of Google groups April, 18-19, 1999. 

For claim 10, Schemers teaches, a method for enabling a portable electronic device to 
communicate with an enterprise terminal, comprising the step of: 

receiving a call in an email server of the enterprise from the portable electronic device; 
(Schemers, Col. 5 line 63 to Col. 6 line 23. telephone server) 

determining if the portable electronic device is register in the email server; (Schemers, 
Col. 5 line 6 to Col. 6 line 30, telephone number) 

obtaining a pre-assigned message identifier from the user portable electronic device, the 
message identifier assigned to an email message received by the portable electronic device the 
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identifier corresponding to an author of the received email; (Schemers, paragraph 3 reply by 
voice, Col. 6 lines 30-50) 

authenticating the message identifier at the email server of the enterprises; (Schemers, 
paragraph 3 reply by voice, Col. 6 lines 30-50) 

requesting a recording of a voice message from the user of the portable electronic device 
as a reply to the email message; (Schemers, paragraph 3 reply by voice, Col. 6 lines 30-50) 

recording the voice message; (Schemers, Col. 6 lines 50-61, voice object) 

and transmitting the converted voice message to the user of the office terminal. 
(Schemers, Col. 6 lines 50-61, email) 

Schemers fails to clearly disclose, converting the recorded voice message into MP-3 format; 

Google Groups teaches, converting the recorded voice message into MP-3 format; (Goggle 
groups page 1) 

Schemers and Google groups are both in the field of audio recording 

Schemers and Google groups is compatible, since Google groups converts Schemers's *.WAV 
file into MP 3 
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It would have been obvious to on of ordinary skill in the art at the time of the invention 
was made to convert Schemers's WAV file into Google groups MP3 because to make the audio 
more compact. 

For claim 14, Schemers-GG teaches, the method for enabling a portable electronic device to 
communicate with an enterprise terminal by according to claim 10, further comprising 
identifying a user of the device by using a Caller ID service. (Schemers, Gol. 5 line 6 to Col. 6 
line 30, telephone number) 

For claim 16, Schemers-GG teaches, the method for enabling a portable electronic device to 
communicate with an enterprise terminal according to claim 10, wherein the pre-assigned 
message identifier allows transmission of the voice message to the terminal. (Schemers, 
paragraph 3 reply by voice, Col. 6 lines 30-50) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claim 12 is rejected under 35 U.S.C. 
of Saylor et al. (U.S. Patent 6,501,832). 



103(a) as being unpatentable over Schemers in view 
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For claim 12, Schemers teaches, authenticating the PIN to determine whether the PIN is valid. 
(Schemers, Col. 3 lines 56-67, password) 

Schemers fails to clearly disclose, prompting, if a Caller ID service is not operating, a 
user of the portable electronic device to enter a personal identification number ("PIN"); 
(Schemers, ) 

For claim 12, Schemers teaches, the method for enabling a portable electronic device to 
communicate with an enterprise according to claim 6, further comprising; 

prompting, if a Caller ID service is not operating, a user of the portable electronic device 
to enter a personal identification number ("PIN"); (Saylor, Col. 7 line 55 to Col. 8 line 14, caller 
ID, codes, password) 

and authenticating the PIN to determine whether the PIN is valid. (Saylor, Col. 7 line 55 
to Col. 8 line 14, caller ID, codes, password) 

Saylor and Schemers are both in the field of voice server systems 

Saylor and Schemers are compatible, since Schemers check for user identity using Caller ID 
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It would have been obvious to on of ordinary skill in the art at the time of the invention 
was made to add Saylor method of authenticating a PIN when caller ID is not available to 
Schemers, because it allows for a more secure system. (Saylor, Col. 7 line 55 to Col. 8 line 14) 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schemers in view of 
Schemers in view of Google groups April, 18-19, 1999 in further view of Saylor et al. (U.S. 
Patent 6,501,832). 

For claim 15, Schemers-GG teaches, authenticating the PIN to determine whether the PIN is 
valid. (Schemers, Col. 3 lines 56-67, password) 

Schemers-GG fails to teach, further comprising' prompting, if a Caller ID service is not 
operating, a user of the portable electronic device to enter a PIN; 

For claim 15, Saylor teaches, the method for enabling a portable electronic device to 
communicate with an enterprise terminal according to claim 10, further comprising' prompting, 
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if a Caller ID service is not operating, a user of the portable electronic device to enter a PIN; 
(Saylor, Col. 7 line 55 to Col. 8 line 14, caller ID, codes, password) 

and authenticating the PIN to determine whether the PIN is valid. (Saylor, Col. 7 line 55 
to Col. 8 line 14, caller ID, codes, password) 

Saylor and Schemers are both in the field of voice server systems 

Saylor and Schemers are compatible, since Schemers check for user identity using Caller ID 

It would have been obvious to on of ordinary skill in the art at the time of the invention 
was made to add Saylor method of authenticating a PIN when caller ID is not available to 
Schemers, because it allows for a more secure system. (Saylor, Col. 7 line 55 to Col. 8 line 14) 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See attached Notice of references cited (if appropriate). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ajay M. Bhatia whose telephone number is (571)-272-3906. The 
examiner can normally be reached on M-F 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on (571)272-3933. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) 0^571-272-1000. 




Jfeon Cardone 
Supervisor Patent Examiner 
Art Unit 2145 
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